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The MAILING DATE of this communication appears on the cover sheet with the correspondence address 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .1 36(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this cx)mmunication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 
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earned patent term adjustment. See 37 CFR 1 .704(b). 
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1 )S Responsive to communication(s) filed on 07 April 2003 . 
2a)n This action is FINAL. 2b)^ This action is non-final. 

3) n Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 
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4) S Claim(s) 2-12.14-28 and 34-37 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) 13 Claim(s) 2-12 and 37 is/are allowed. 

6) 13 Claim(s) 14-28 and 34-36 is/are rejected. 

7) ^ Claim(s) 20 and 22 is/are objected to. 

8) n Claim(s) are subject to restriction and/or election requirement. 

Application Papers 
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DETAILED ACTION 
Claim Objections 

1 Claim 20 is objected to because of the following informalities: In line 14, "coating at 
least one face of the substrate within an opacifying layer" is recited. The word "within" seems to 
be the wrong preposition. This objection may be obviated by replacing "within" with - -with- -. 
Appropriate correction is required. 

2. Claim 22 is objected to because of the following informalities: In line 2, "the foil" is 
recited. This appears to a minor draft error with lack of antecedent basis problems. This 
objection may be obviated by replacing "the" with - -a- -. Appropriate correction is required. 

Claim Rejections - 35 USC § 103 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention vras made. 

3. Claims 14-17, 19-24, 26, and 27 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Andric et al. (US Patent 5449200) in view of Jackson (WO 94/291 19) and 
Solomon et al. (US Patent 4536016). 
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4. With regards to claim 14, Andric et al. discloses a security document (title) a first at least 
partially transparent portion (fig. 1, #16), an optical element within or superposed (fig. 1, #44) 
with the partially transparent portion, and an opacifying portion for impingement (fig. 1, #20). 

However, Andric et al. does not disclose an optical projection element to transform a 
light beam passing from a source into a patterned beam of selected design. 

Jackson teaches an optical projection element to transform a light beam passing fi-om a 
source (Fig. 4a and 4b). Solomon et al teaches an optical projection element passing a patterned 
beam of selected design (col. 2, lines 25-35). 

It would have been obvious, to one having ordinary skill in the art at the time the 
invention was made, to have the optical projection element of Jackson with the device of Andric 
et al, since the optical elements of Jackson and Andric et al. are considered art-recognized 
equivalents in that they are both security elements used for documents. It would have been 
within routine skill in the art to substitute one for the other. Secondly, one would be motivated 
to use the optical element of Jackson for producing an optically variable effect for increase 
security as implied fi'om Jackson (Page 1, 6* paragraph). 

It would have been obvious, to one having ordinary skill in the art at the time the 
invention was made, to have the optical projection element of Solomon et al. with the device of 
Andric et al, since the optical elements of Solomon et al. and Andric et al. are considered art- 
recognized equivalents in that they are both security elements used for documents. It would have 
been within routine skill in the art to substitute one for the other. Secondly, one would be 
motivated to use the optical element of Solomon et al. for security in documents as implied fi'om 
Solomon et al. (col. 2, lines 25-35). 
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5. With regards to claim 15, Andric et al. further discloses the opacifying portion (Fig. 1, 
#20) and at least partially transparent portion (Fig. 1, #16) as being remote from each other, 

6. With regards to claim 16, Andric et al. in view of Jackson and Solomon et al. suggests a 
device as recited above. 

However, Andric et al. does not specifically disclose the patterned beam as diffraction 
light passing through the document. 

Solomon et al. further teaches the patterned beam as diffraction light passing through the 
document (col. 2, lines 25-35). 

It would have been obvious, to one having ordinary skill in the art at the time the 
invention was made, to have the optical projection element of Solomon et al. with the device of 
Andric et al, since the optical elements of Solomon et al. and Andric et al. are considered art- 
recognized equivalents in that they are both security elements used for documents. It would have 
been within routine skill in the art to substitute one for the other. Secondly, one would be 
motivated to use the optical element of diffraction for security in documents as implied from 
Solomon et al. (col 2, lines 25-35). 

7. With regards to claim 1 7, Andric et al. in view of Jackson and Solomon et al. suggests a 
device as recited above. 

However, Andric et al. does not disclose an opacifying layer applied to a face to leave an 
uncoated area on the surface. 
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Jackson teaches an opacifying layer applied to a face to leave an uncoated area on the 
surface (Page 10, lines 1-10). 

It would have been obvious, to one having ordinary skill in the art at the time the 
invention was made, to have the opacifying layer of Jackson with the suggested device of Andric 
et al. in view of Jackson and Solomon et al., since one would be motivated to have an opacifying 
layer for indicia to mark what kind of security document or value it has as implied from Jackson 
(Page 10, lines 1-10). 

8. With regards to claim 19, Andric et al. further discloses the opacifying portion with an 
optical device applied to the opacifying portion (Fig. 1, #20) interacting with the patterned beam 
to create a visual security effect (Fig. 1). 

9. With regards to claim 20, Andric et al. in view of Jackson and Solomon et al. suggests a 
method as recited above. 

However, Andric et al. does not disclose forming an at least partially transparent 
substrate having first and second opposing surfaces, coating the substrate with an opacifying 
layer to leave a first uncoated area, conveying the projection elements into position, and 
transferring it onto the substrate. 

Jackson teaches forming an at least partially transparent substrate having first and second 
opposing surfaces and coating the substrate with an opacifying layer to leave a first uncoated 
area (Page 10, lines 1-10). Solomon et al. teaches conveying the projection element into position 
and transferring it onto the substrate (coL 2, lines 5-20). 
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It would have been obvious, to one having ordinary skill in the art at the time the 
invention was made, to have the substrate and uncoated area of Jackson with the method of 
Andric et al, since one would be motivated to use it to place a security element as implied from 
Jackson (Page 10, lines 1-10). 

It would have been obvious, to one having ordinary skill in the art at the time the 
invention was made, to have convey and transfer the projection element of Solomon et al. with 
the suggested device of Andric et al. in view of Jackson and Solomon et al., since one would be 
motivated to use this method to place a security element on the document as implied from 
Solomon et al. (col. 2, lines 5-20). 

10. With regards to claim 21, Andric et al. in view of Jackson and Solomon et al. suggests a 
method as recited above. 

However, Andric et al. does not disclose conveying the element on a transfer foil. 

Solomon et al. teaches conveying the element on a transfer foil (coL 4, lines 45-55). 

It would have been obvious, to one having ordinary skill in the art at the time the 
invention was made, to have convey by transfer foil of Solomon et al. with the suggested method 
of Andric et al. in view of Jackson, and Solomon et al., since one would be motivated to use it to 
more precisely align the components as implied from Solomon et al. (col. 4, lines 27-40). 

1 1 . With regards to claim 22 Andric et al. in view of Jackson and Solomon et al. suggests a 
method as recited above. 

However, Andric et al. does not disclose transferring by hot stamping. 
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Solomon at al. teaches transferring by hot stamping (col. 4, lines 27-35). 

It would have been obvious, to one having ordinary skill in the art at the time the 
invention was made, to have hot stamp of Solomon et al. with the suggested method of Andric et 
al. in view of Jackson, and Solomon et al., since one would be motivated to use it to more 
precisely align the components and for faster manufacturing as implied from Solomon et al (col. 
4, lines 27-40). 

12. With regards to claim 23 Andric et al. in view of Jackson and Solomon et al. suggests a 
method as recited above. 

However, Andric et al. does not disclose an optically variable device conveyed together 
with the optical projection element. 

Solomon et al. teaches an optically variable device conveyed together with the optical 
projection element (col. 2, lines 25-35). 

It would have been obvious, to one having ordinary skill in the art at the time the 
invention was made, to have the variable device and projection element of Solomon et al. with 
the suggested method of Andric et al. in view of Jackson, and Solomon et al., since one would be 
motivated to use it for a security element in documents as implied from Solomon et al. (col. 2, 
lines 25-35). 

13. With regards to claim 24 Andric et al. in view of Jackson and Solomon et al. suggests a 
method as recited above. 

However, Andric et al. does not disclose embossing. 
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Jackson further teaches embossing (Page 1, last paragraph). 

It would have been obvious, to one having ordinary skill in the art at the time the 
invention was made, to have embossing of Jackson with the suggested method of Andric et al. in 
view of Jackson, and Solomon et al., since one would be motivated to use it for more easily 
forming a security device on a document as implied from Jackson (Page 1). 

14. With regards to claims 26 and 27, Andric et al. fiirther teaches applying an optical image 
by printing (Abstract) to an opacifying portion (col. 1, lines 5-15). 

15. Claims 18, 25, and 34-36 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Andric et al. in view of Jackson and Solomon et al. as respectively applied to claim 20 above, 
and D' Amato (US Patent 5393099). 

16. With regards to claims 18 and 34, for purposes of being concise, Andric et al. in view of 
Jackson and Solomon et ai. suggests a device as recited above. 

However, Andric et al. does not disclose a second at least partially transparent portion or 
screen having a window for transmitting light acting as a pseudo point light source or 
substantially collimated light. 

D'Amato teaches a second at least partially transparent portion or screen having a 
window for transmitting light acting as a pseudo point light source or substantially collimated 
light (Fig. 2, #7). 
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It would have been obvious, to one having ordinary skill in the art at the time the 
invention was made, to have the second transparent portion of D' Amato with the suggested 
device and method of Andric et al. in view of Jackson and Solomon et al., since one would be 
motivated to have the second portion in order to see the optical device as implied from D' Amato 
(col. 3, lines 15-20). 

17. With regards to claim 25, for purposes of being concise, Andric et al in view of Jackson 
and Solomon et al. suggests a device as recited above. 

However, Andric et al. does not disclose a second uncoated area acting as a pseudo point 
light source to pass light. 

D' Amato teaches a second uncoated area acting as a pseudo point light source to pass 
light (Fig. 2, #7). 

It would have been obvious, to one having ordinary skill in the art at the time the 
invention was made, to have the uncoated layer as a pseudo point light source of D' Amato with 
the suggested device and method of Andric et al. in view of Jackson and Solomon et al., since 
one would be motivated to have the second portion in order to see the optical device as implied 
from D' Amato (col. 3, lines 15-20). 

18. With regards to claim 35, Andric et al. in view of Jackson, Solomon et al, and D' Amato 
suggests a method as recited above. 

However, Andric et al. does not disclose the window as part of the security document. 
D'Amato teaches the window as part of the security document (Fig. 2, #7). 
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It would have been obvious, to one having ordinary skill in the art at the time the 
invention was made, to have the window as part of the security document of D' Amato with the 
suggested device and method of Andric et al. in view of Jackson, Solomon et al., and D' Amato, 
since one would be motivated to have it to see the optical device as implied from D' Amato (col 
3, lines 15-20). 

19. With regards to claim 36, Andric et £il. in view of Jackson, Solomon et al., and D' Amato 
suggests a method as recited above. 

However, Andric et al. does not disclose the first and second transparent remote to 
conveniently place the window between the source and optical element. 

D' Amato teaches the first and second transparent remote to conveniently place the 
window between the source and optical element (Fig. 2, #7 and 5). 

It would have been obvious, to one having ordinary skill in the art at the time the 
invention was made, to the first and second transparent remote to conveniently place the window 
between the source and optical element of D' Amato with the suggested device and method of 
Andric et al. in view of Jackson, Solomon et al., and D' Amato, since one would be motivated to 
have this arrangement to conveniently keep parts together as implied from D' Amato (col. 3, lines 
8-20). 

20. Claim 28 is rejected under 35 U.S.C. 103(a) as being unpatentable over Andric et al. in 
view of Jackson and Solomon et al. as respectively applied to claim 26 above and further in view 
of Benoit et al (US Patent 6270610) and Rowland et al. (WO 97/47478). 
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Andric et al. in view of Jackson and Solomon et al. suggests a method as recited above. 
However, Andric et al does not disclose an optical image or device as a reflective foil 
OVD or like device. 

Benoit et al. teaches an optical image or device as a reflective foil OVD (col. 1, lines 40- 
45). Rowland et al. teaches a like device (Page 15, lines 5-13). 

It would have been obvious, to one having ordinary skill in the art at the time the 
invention was made, to have the OVD of Benoit et al. with the suggested method of Andric et al. 
in view of Jackson and Solomon et al., since one would be motivated to have it for more security 
in documents as implied from Benoit et al. (col, 1, lines 35-45). 

It would have been obvious, to one having ordinary skill in the art at the time the 
invention was made, to have a like device of Rowland et al. with the suggested method of Andric 
et al. in view of Jackson, Solomon et al. and Benoit et al., since one would be motivated to have 
it to put indicia for marking a document as implied from Rowland et al. (Page 15, lines 5-13). 

Allowable Subject Matter 
21. Claims 2-12 and 37 are allowed. 

The following is an examiner's statement of reasons for allowance: 
- With regards to claim 2, prior art does not disclose or fairly suggest a method of verifying 
the authenticity of a security document including the step of folding the security document such 
that the patterned bema is caused to impinge upon the opacifying portion which thus acts as the 
viewing surface in combination with all the limitations in the claim. 



Application/Control Number: 09/600,824 Page 12 

Art Unit: 2882 

With regards to claim 9, prior art does not disclose or fairly suggest a method of verifying 
the authenticity of a security document including the step of folding the security document such 
that part only of the light beam from the light beam source passes through the second at least 
partially transparent portion before being transmitted through said first at least partially 
transparent portion, said second at least partially transparent portion thus acting as a pseudo point 
light source in combination with all the limitations in the claim. 

With regards to claim 37, prior art does not disclose or fairly suggest security document 
including the security document being foldable such that the second at least partially transparent 
portion is able to be placed between the light beam source and the projection element in order 
that the light beam from the light beam source passing through the second at least partially 
transparent portion is substantially collimated light in combination with all the limitations in the 
claim. 

Response to Amendment 
22. Finality has been withdrawn in light of newly discovered references. The indicated 
allowability of claims 14, 15, 17-28, and 34-36 are withdrawn in view of the newly discovered 
reference(s) to Andric et al. and Solomon et al. Rejections based on the newly cited reference(s) 
are as recited above. 
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Conclusion 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Chih-Cheng Glen Kao whose telephone number is (703) 605- 
5298. The examiner can normally be reached on M - Th (8 am to 5 pm). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Robert Kim can be reached on (703) 305-3492, The fax phone numbers for the 
organization where this application or proceeding is assigned are 703-872-9318 for regular 
communications and 703-872-93 19 for After Final communications. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the receptionist whose telephone number is (703) 308-0956. 




gk 

May 6, 2003 




